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Art Unit: 1773 

DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: In the 
specification (Page3, line 9) and in claim 5, the rosin alcohol is referred to a 
hydroabiethyl alcohol. These alcohols are hydroabietyl alcohols. This appears to be a 
clerical error. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 through 14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Neither the claims nor the specification 
indicates the basis of the percentages for the polyisobutylene. It is noted that the 
inventor considers the percentage of polyisobutylene to be an important feature of the 
invention. There is no indication if these percentages are weight percent, volume 
percent, mol percent or some other measure. This renders claim 1 indefinite and also 
all other claims dependent on claim 1 . Also, there is also no indication of a molecular 
weight range to define what is meant by high-molecular-weight polyisobutylene. In 
claim 1 , it is unclear what the term "or various modifications of means with respect to 
rosin alcohol. Does this mean various types of rosin alcohol, or is some modification 
being made to the rosin alcohol. 
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A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 2, 3, 4, 6, and 9 
recite a broad recitation, followed a narrower statement of the range/limitation. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, and 5 through 9 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Werner et al. (US 2,124,235), in view of Hopkins et aL (US 

3,632,540). 
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Regarding claims 1 and 5, Werner (Page 2, line 70) teaches a ski wax that is 
50% by weight polymerized isobutylene and 30% by weight montan-wax and 20% by 
weight tallow. Since a basis for the percentage of polyisobutylene in the instant 
application was not given, the examiner interprets this percentage to meet the required 
polyisobutylene percentage. The polymer has a very high molecular weight of at least 
about 1 00 and ranging up to 1 0,000 or higher (Page 1 , Column 1 , lines 1 7 through 26). 
Werner does not include rosin alcohol in the composition. Hopkins (Column 1, lines 32 
through 43) teaches a polymer, wax, resin composition that is used as a coating and is 
therefore analogous to the art of Werner. The resins are taught by Hopkins in Column 
10, lines 20 through 60 and in Table II. These resins are used to enhance the 
blendability and viscosity of the wax, polymer mixture (Column 1 0, lines 24). The 
appropriate resins used are listed in Table II and include wood rosin and hydroabietyl 
alcohol. It would be obvious to one of ordinary skill in the art to add the resin of 
Hopkins, to the ski wax of Werner to enhance the blending of the mixture and as a 
viscosity modifier to obtain the desired ski wax performance. 

Regarding claim 6, the resin of Hopkins is added to the composition at a weight 
percentage of 2 to 50% (Column 1 , lines 32 through 37). This overlaps the range of the 
instant claims. 

Regarding claims 7 and 8, the claimed paraffin and beeswax are functionally 
equivalent to montan-wax for coating purposes. This is evidenced by Holmberg (US 
1,754,827) (Page 1, line 54 through 58). Therefore, it would have been obvious to one 
of ordinary skill in the art to modify the invention of Werner, by substituting beeswax or 
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paraffin for montan-wax, because the three waxes are taught by Holmberg to be 
equivalent for coating purposes. 

Regarding claim 9, the composition of Werner is 30% by weight wax (Page 2, 
Example 7). It is assumed that this weight percentage is encompassed by the instant 
claim. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Werner et 
al. (US 2,124,235), in view of Hopkins et al. (US 3,632,540), and further in view of 
Creutz et al. (DD 231219). Creutz (see abstract) teaches a ski wax composition that 
includes polyisobutylene, wax and resin, particularly a natural tree resin. Werner does 
not teach the specific polyisobutylene percentages recited in the applicant's claims. 
Creutz teaches varying the proportions of wax, rein, plasticizer, and viscosity stabilizer 
to suit different snow conditions. It would be obvious to one of ordinary skill in the art to 
slightly adjust the percentage of polyisobutylene, in the wax of Werner, in order to 
obtain the desired grip properties of the ski wax at different temperatures. 

Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Werner et al.), in view of Hopkins et al. as applied to claim 1 above, and further in view 
of Lawrence et al. (US 4,343,863). The ski wax of Werner modified as applied to Claim 
1 , does not include a toughening agent. However, Lawrence teaches a ski wax 
composition that contains polyethylene to make the wax film less brittle (Column 2, lines 
48 through 51). This compound was added to the composition in an amount of 2 to 20 
% by weight (Column 2, lines 53 through 59), This is assumed to overlap the range of 
the instant claim. The polyethylene was specified to have a melting point of 215 to 
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230°F (Column 2, lines 64 and 65). Low density (LD) polyethylene has a melting point 
in this range. It would be obvious to one of ordinary skill in the art to add LD 
polyethylene to the ski wax composition to make the wax film less brittle. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Werner 
et al.), in view of Hopkins et al. as applied to claim 1 above, and further in view of Aasen 
(WO 80/013558). Aasen (Page 1 , lines 5 through 7) teaches a method for transferring r 
bands of ski wax onto skis from a transfer substrate, referred to as flexible protective 
bands. The wax can be liquid when applied to the transfer substrate (Page 3, lines 37 
and 38). Aasen (see abstract) teaches that the ski wax attached to the flexible band is 
prefabricated to the final shape and size required for the use on the running surfaces of 
the skis. The abstract also teaches that the wax-band is very thin. Aasen (Page 3, 
lines 24 though 35) teaches that the wax is placed onto the ski using only pressure and 
that the protective band is then removed. Aasen does not teach a ski wax formula for 
use with this method. Aasen does teach that a cross-country skiing wax should have 
good sliding qualities, but also have good gripping effect (Page 1, lines 17 through 22). 
It would be obvious to one of ordinary skill in the art to choose a ski wax appropriate for 
the type of skiing desired. The ski wax of Werner modified as applied to Claim 1, would 
have good grip capability due to the adhesive nature of polyisobutylene (Page 1 , 
Column 2, lines 41 through 47). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Robinson whose telephone number is 571- 
272-7129. The examiner can normally be reached on Monday- Friday 8 AM to 4:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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